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Bef ore ONENS, TI MM and DELMENDO, Adm nistrative Patent Judges.

O/NENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe exam ner’s refusal to allow
claims 1, 3 and 4 as anended after final rejection. dainms 5,
7 and 8, which are all of the other clains remaining in the
application, stand wi thdrawn from consi deration by the

exam ner as being directed toward a nonel ected invention.
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THE | NVENTI ON
The appellants’ clainmed invention is directed toward a
copol ymer which, the appellants state, is useful as a
t hi ckener or dispersant in cosnetic, pharnmaceutical and
i ndustrial applications (specification, page 8, lines 33-35).
Claimlis illustrative and is appended to this decision.
THE REFERENCE
Snow et al. (Snhow) 4,463, 080 Jul . 31,
1984

THE REJECTI ONS

Claims 1, 3 and 4 stand rejected under 35 U.S.C. § 112,
first and second paragraphs, on the grounds that the clai nmed
invention is not described in such full, clear, concise and
exact ternms as to enable one of ordinary skill in the art to
make and use the sanme, and/or for failing to particularly
point out and distinctly claimthe subject nmatter which the
appel l ants regard

as the invention,! and under 35 U . S.C. 8§ 102(b) as antici pated

'In the exam ner’s answer, the rejections under 35 U.S. C
8§ 112, first and second paragraphs, are applied to clains 1-3.
These grounds of rejection were applied to clains 1-4 in the
final rejection (paper no. 8), and the exam ner has given no
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by or, in the alternative, under 35 U. S.C. § 103 as obvi ous
over Snow.

OPI NI ON

We reverse the aforenentioned rejections.

Rej ection under 35 U S.C. § 112, second paragraph

The exam ner provides no reason whatsoever as to why he
rejected the clainms under 35 U.S.C. 8 112, second paragraph.
Accordingly, we reverse this rejection

Rej ection under 35 U.S.C. § 112, first paragraph

Regar di ng enabl enment, a predecessor of our appellate

reviewi ng court stated in In re Marzocchi, 439 F.2d 220, 223-

24, 169 USPQ 367, 369-70 (CCPA 1971):

[ A] specification disclosure which contains a
teachi ng of the manner and process of neking and
using the invention in ternms which correspond in
scope to those used in describing and defining the
subject matter sought to be patented nmust be taken
as in conpliance with the enabling requirenent of
the first paragraph of 8 112 unless there is reason
to doubt the objective truth of the statenents
contai ned therein which nust be relied on for

reason for withdrawing the rejections on these grounds as to
claim4. Thus, it reasonably appears that the exam ner’s
answer should state that these rejections apply to clains 1, 3
and 4. We, therefore, consider the rejections to apply to
each of these three clains.
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enabl i ng support.

it 1s incunmbent upon the Patent Ofi ce,

whenever a rejection on this basis is made, to

explain why it doubts the truth or accuracy of any

statenment in a supporting disclosure and to back up

assertions of its own wth acceptabl e evidence or
reasoni ng which is inconsistent with the contested
statenent. Qherw se, there would be no need for

the applicant to go to the trouble and expense of

supporting his presunptively accurate disclosure.

The exam ner argues that the specification does not
provi de gui del i nes which woul d have enabl ed one of ordinary
skill in the art to make the broad cl ass of polyners
enconpassed by the clains and to use them as thickeners and
cosnetic additives (answer, pages 4-5).2

The exam ner’s assertion that the specification does not
provi de sufficient guidelines is not supported by the required
evi dence or reasoning. Particularly, the exam ner does not

address the discussion in the specification regarding how the

guat ernary ammoni um conpounds and copol yners are nade (page 6,

2 The exam ner also argues: “Use of the term‘it also
bei ng possible....” has not fully described as directed to
broad cl ass of polyners” (answer, page 5). The exam ner does
not state, and we do not find, where this phrase, which is not
in the clains, appears in the record.
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line 11 - page 8, line 32) and how the copol yners are used as
t hi ckeners or dispersants (page 8, line 33 - page 10, |ine 2),
and does not address the appellants’ thirty-six exanples.
Hence, we reverse the examner’s rejection under 35 U. S. C

§ 112, first paragraph.

Rej ection under 35 U . S.C. § 102(b)
In order for a clained invention to be anticipated under
35 U.S.C. §8 102(b), all of the elenents of the claimnust be
found in one reference. See Scripps Cinic & Research Found.
v. Genentech Inc., 927 F.2d 1565, 1576, 18 USPQd 1001, 1010

(Fed. Cir. 1991).

The exam ner argues that “[i]nterpol yners containing
nmononers A), B), etc. have been disclosed by Snow, see
colum 2, line 50: [sic] colum 3, line 33; colum 6, line 37,

etc.” (answer, page 4). This is not an explanation of where
each elenent of the clains is found in Show. Consequently, we
reverse the rejection under 35 U.S.C. § 102(b).

Rej ection under 35 U . S.C. § 103
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Snow di scl oses a pol yneric nordant having the structure
shown in formula | (col. 2, lines 1-36). The appellants argue
(brief, page 5) that they have provided cal cul ati ons
(amendnent filed August 18, 1995, paper no. 7, page 3) which
show t hat the maxi nrum anount of conponent B in their copol yner

is less than

15.6 nol e% and that the corresponding noiety in Snow s

conmpound, which has the “y” subscript, nmust be present in an

anount of about 20 nole%to about 100 nole% (col. 2, line 35).
The exam ner does not chall enge the appellants’

cal cul ations. The exam ner argues that “about 20” is an

approxi mat e val ue whi ch reasonably enconpasses the val ue of

16. 8 nol e% (answer, pages 4-5). It is not apparent where the
exam ner got the nunber “16.8". Regardless, the exam ner has
provi ded no evidence as to how one of ordinary skill in the

pol ynmeric nmordant art to which Snow is directed woul d have

interpreted the term “about 20" nole% The exam ner’s
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argunent that it enconpasses the anobunt used by the appellants
is nmere specul ation, and such speculation is not a sufficient
basis for a prima facie case of obviousness. See In re
Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967),
cert. denied, 389 U S. 1057 (1968); In re Sporck, 301 F.2d
686, 690, 133 USPQ 360, 364 (CCPA 1962). W therefore reverse

the rejection under 35 U.S.C. § 103.

DECI SI ON
The rejections of clains 1, 3 and 4 under 35 U S.C
§ 112, first and second paragraphs, and under 35 U. S. C
88 102(b) and 103 over Snow, are reversed.

REVERSED

TERRY J. OVENS )
Adm ni strative Patent Judge )
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APPENDI X

1. A copolymer obtained by free-radical polymerization of

A) 70-99.85% by weight of an olefinically unsaturated C;-Cs-
monocarboxylic acid, of an olefinically unsaturated C,~Cg-
dicarboxylic acid or the anhydride thereof or a mixture of
such carboxylic acids or anhydrides with

B) 0.1-29.95 by weight of an olefinically unsaturated quaternary
ammonium compound of the formula I or II

Y
H2C=CH__ . ’Lﬁ R e .
_
R2 © R +
0 o o
HC= Cc—C— Y—A—N—R‘ X II
L

where

R? is C¢-C,y—alkyl, C¢-C,o-alkenyl, C;-Cy,~cycloalkyl, phenyl, phenyl
(C,-C,,-alkyl) or (C,-C,,~)phenyl,

R? is hydrogen, methyl or phenyl,

R? and R* are each H or C,-C,~alkyl,

X is halogen, C,-C,~alkoxysulfonyloxy or C,~C,-alkanesulfonate,

it also being possible for the latter to occur as R® or R* with

the formation of a betaine structure,
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